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I REMARKS 

i . 

(Applicants respectfully request entry of the amendment and reconsideration of the claims. 
Claims] 16, 19, and 23 have been amended to further clarify the claimed invention. Applicants 
assert that no new matter has been added. Claims 1-3, 5, 6, 9, 1 0, and 16-24 are currently 

pending. The Examiner indicated claims 1-3, 5, 6, 9, 10, and 22 are allowable, 

i 

Rejection under 35 U.S.C. $ 103 

I 

jCIairas 16-21, 23, and 24 were rejected under 35 U.S.C. § 103(a) as unpatenable over 
U.S. Patent No. 6,099,832 (Mickle et ah) in view of WO97/44070 (Shapiro et al.). The Office 
Action [alleges it would have been obvious to substitute the alginate scaffolds disclosed in 
Shapiro et a!, for the collagen scaffolds taught by Mickle et al. Applicants respectfully traverse 
this rejection. 

i 

iApplicants note that claim 18 is a method claim that depends from claim 2. Hie 
Examiner has indicated that claim 2 is allowable. Accordingly, withdrawal of this aspect of the 
rqecticn is respectfully requested. 

fThe Patent Office bears the initial burden of factually supporting any prima facie 
conclusion of obviousness. MPEP § 2142. Three criteria must be to establish a prima facie case 
of obviousness. First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to modify 
the reference or to combine the teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference must teach or suggest all the claim limitations. In re 

Yasck,j947 F.2d 488 (Fed. Cir. 1991). One or more of the three criteria has not been established. 

i 

Alginates do not promote adhesion of cells (see, for example, Rowley et al M 1999, 
Biomaterials, 20:45-53 (copy enclosed)}. The non-adhesive property of the alginate matrices 
enables the fast spreading of cells from the matrix into the host tissue. The cells, and not the 
alginate matrix, interact with the extracellular matrix (ECM). In contrast, collagen contains an 

i ■ 

i 
i 

i 

j Page 5 of 6 

i 

PAGE 7/8 ' RCVD AT 111291200$ 5:09:09 PM [Eastern Standard Time] ' SVR:USPTO>EFXRF-6i30 * DNISOTOQ ' CS1D:6123329081 ' DURATION (mm-ss}:01-50 

BEST AVAILABLE CO n " 



NOV-29-Q5 16:06 FROIHIer chant & Gould 



8123329081 



T-119 P-.008/008 F-880 



! 

U.S. Paiejit Application Serial No. 09/654,276 
Reply to ^ffice Action of December 8, 2004 



RGD domain that is adhesive to cells and the extracellular matrix (ECM). Cells adhere to 
collagen-based matrices and spread out. In addition, collagen-based matrices, unlike alginate- 

based rLatrices, adhere to the ECM. 

i 

bne of skill in the art could not predict the outcome of a cardiac biograft comprising an 
alginate scaffold in view of the collagen-based cardiac biograft disclosed by Mickle et al. The 
adhesive properties of collagen-based matrices result in a completely different product. 

i 

Moreover, one of skill in the art would not have been motivated to combine Mickle et al. and 
Shaping et al. as the ECM binding properties of collagen-based biografts and the cell adherence 
properties of collagen-based biografts are substantially different from those of alginate-based 
scaffolds. 

i 
I 

[Accordingly, Applicants assert that the Office Action has failed to establish a prima facie 
case of obviousness and the claims patentably distinguish over the combination of references. 
Withdrawal of the rejection is respectfully requested. 

Conclusion 

tin view of the above amendments and remarks, Applicants respectfully request a Notice 
of Allowance. If the Examiner believes a telephone conference would advance the prosecution 
of this application, the Examiner is invited to telephone the undersigned at the below-listed 
telephone number. 



2|3552 



I 



Date: November 29, 2005 



Respectfully submitted, 

MERCHANT & GOULD P.C. 
P.O. Box 2903 

Minneapolis, Minnesota 55402-0903 
(612) 332-5300 




Gregory A. Sebald 
Reg.W 33,280 
GAS:EED:lek 
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